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DETAILED ACTION 



1 . This office action is in response to applicant's communication of October 3, 2008. 
Original claims 1-25 are pending and have been examined. The rejections are stated 
below. 

Claim Rejections - 35 USC § 101 

2. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

3. Claims 1-25 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to nonstatutory subject matter. Based on Supreme Court precedent, a 
method/process claim must (1 ) be tied to another statutory class of invention (such as a 
particular apparatus) (see at least Diamond v. Diehr, 450 U.S. 175, 184 (1981); Parker 
v. Flook, 437 U.S. 584,588 n.9 (1978); Gottschalk v. Benson, 409 U.S. 63, 70 (1972); 
Cochrane v. Deener, 94 U.S. 780, 787-88 (1876)) or (2) transform underlying subject 
matter (such as an article or materials) to a different state or thing (see at least 
Gottschalk v. Benson, 409 U.S. 63, 71 (1972)). A method/process claim that fails to 
meet one of the above requirements is not in compliance with the statutory 
requirements of 35 U.S.C. 101 for patent eligible subject matter. Here claims 1-25 fail to 
meet the above requirements because the claims fail to tie in another statutory class of 
invention. 
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Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 



5. Claims 1-3, 5-8, 9-16, 18, and claim 20-22 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over Himmelstein US Pub. No. 2008/0071667 A1 in view of 
Rudkin [US Pub No. 2004/0199449 A1] and further in view of Bell [US Pub No. 
2006/0155621 A1] 

6. Regarding claim 1 , Himmelstein discloses a method for transfer of previously 
issued employee stock options without exercise of the stock options, the method 
comprising: providing a plurality of option value prices (0041); receiving an employee 
stock option from an employee holding the employee stock option corresponding to the 
particular one of the plurality of option value prices without exercising the employee 
stock option; providing a value to the employee corresponding to the particular one of 
the plurality of option value prices in exchange for receiving the employee stock option 
from the employee ; transferring the amended stock option to a third party without 
exercising the amended stock option; and receiving a value from the third party 
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corresponding to the amended stock option in exchange for transferring the amended 
stock option to the third party (Claims 29 and 37). 

Himmeltstein does not explicitly disclose determining a stock trading price 
corresponding to a particular one of the plurality of option value prices. However 
Rudkin teaches determining a stock trading price corresponding to a particular one of 
the plurality of option value prices (0037). At the time of the invention one would have 
been motivated to modify the disclosure of Himmelstein to include the teachings of 
Rudkin to obtain invention as specified in claim 1. The rationale to combine the 
teachings would be to determine the value and optimal exercise of employee stock 
options. 

Himmelstein does not explicitly disclose amending the employee stock option 
without exercising the employee stock option. However Bell discloses due to the 
significant value of the stock options or LTIP after being exercised and the fact that the 
ownership of the Employer will change after the stock issuance, the Employer may 
desire to modify the terms of the Plan ("Modified Plan") to enable the Employer to take 
certain actions with regard to the outstanding, but unexercised, stock options, as well as 
other benefits. (Bell 0033). At the time of the invention it would have been obvious to 
one of ordinary skill in the art to modify the disclosure of Himmelstein to include the 
teachings of Bell to obtain invention as specified in claim 1 . The rationale to combine 
the teachings would be for implementing a deferred compensation program. 
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7. Regarding claim 2, Rudkin discloses providing a plurality of option value prices 
uses an option pricing formula (Rudkin 0009). 

8. Regarding claim 3, Rudkin discloses wherein the option pricing formula is 
selected from the group consisting of Black-Scholes, binomial and trinomial methods 
(Rudkin 0009). 

9. Regarding claim 5, Rudkin discloses determining a stock trading price further 
comprises determining an average stock trading price over a predetermined period of 
time (Rudkin 0110). 

1 0. Regarding claim 6, Himmelstein discloses providing a value further comprises: 
providing a first value to an employee; and providing a second value to the employee, 
wherein the first and second values are provided at different times (Claims 29 and 37). 

1 1 . Regarding claim 7, Rudkin discloses determining an investment value 
corresponding to the second value; and providing the investment value to the employee 
with the second value (Rudkin 0049). 

12. Regarding claim 8, Bell discloses wherein amending the employee stock option 
comprises: amending the maturity; amending the number of shares per option; 
amending the dilution protection; or amending the dividend protection (Bell 0033). 
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13. Regarding claim 9, Rudkin discloses further comprising registering an offering of 
securities underlying the employee stock option (0039). 

13. Regarding claim 10, Himmelstein discloses further comprising issuing the 
employee stock option to the employee prior to receiving the employee stock option 
from the employee (Claim 29 and 37). 

14. Regarding claim 1 1 , Bell discloses further comprising hedging the amended 
stock option without exercising the amended stock option (Bell 0033). 

15. Regarding claim 12, Bell discloses wherein hedging the amended stock option 
includes short selling of securities and/or futures contacts (Bell 0033). 

16. Regarding claim 13, Bell discloses wherein hedging the amended stock option 
includes buying and selling securities that underlie the amended stock option (Bell 
0033). 

17. Regarding claim 14, Bell discloses wherein hedging the employee stock option 
includes buying and selling of securities that underlie the employee stock option to 
rebalance the hedge position (Bell 0033). 
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18. Regarding claim 15, Himmelstein discloses an issuer of the employee stock 
option receives the employee stock option and provides the value to the employee 
(Claim 29). 

19. Regarding claim 16, Himmelstein does not explicitly disclose wherein an issuer 
of the employee stock option amends the employee stock option without exercising the 
employee stock option transfers the amended stock option without exercising the 
amended stock option and receives the value. However Bell discloses due to the 
significant value of the stock options or LTIP after being exercised and the fact that the 
ownership of the Employer will change after the stock issuance, the Employer may 
desire to modify the terms of the Plan ("Modified Plan") to enable the Employer to take 
certain actions with regard to the outstanding, but unexercised, stock options, as well as 
other benefits. (Bell 0033). At the time of the invention it would have been obvious to 
one of ordinary skill in the art to modify the disclosure of Himmelstein to include the 
teachings of Bell to obtain invention as specified in claim 16. The rationale to combine 
the teachings would be for implementing a deferred compensation program. 

20. Regarding claims 18 and 20-22, each of these claims recite similar language as 
to claim 1 and is rejected on the same grounds. 

21 . Claims 4, 17, 19, and 23-25 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Himmelstein US Pub. No. 2008/0071667 A1 in view of Rudkin [US 
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Pub No. 2004/0199449 A1] and Bell [US Pub No. 2006/0155621 A1] and further in 
view of Cohen et al. [US Pub No. 2002/0116310 A1]. 

21 . Regarding claim 4, Himmelstein does not explicitly disclose providing a plurality 
of option value prices provides the plurality of prices in an option-price grid. However 
Cohen et al. discloses the portfolio grid and toolbar 900, 1000, 1 100 has rows and 
columns which contain all the above referenced data, including real-time stock and 
option prices. (Cohen 0031 ) 

At the time of the invention it would have been obvious to one of ordinary skill in 
the art to modify the disclosure of Himmelstein to include the teachings of Cohen et al. 
to obtain invention as specified in claim 4. The rationale to combine the teachings would 
be to allow investors to perform an automated comparative analysis of a limitless 
number of investment opportunities. 

22. Regarding claim 17, Himmelstein discloses a method for transfer of previously 
issued employee stock options without exercise of the stock options, the method 
comprising: receiving an employee stock option from an employee holding the 
employee stock option without exercise of the employee stock option, the employee 
stock option corresponding to the particular one of the plurality of option value prices; in 
exchange for receiving the employee stock option, providing a first value, a second 
value and an investment value to the employee, the first and second values 
corresponding to the particular one of the plurality of option value prices, the first value 
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provided to the employee at a first time, the second value and the investment value 
provided to the employee at a second time; transferring the amended stock option to a 
third party; and receiving a value from the third party in exchange for transfer of the 
amended stock option. (Claims 29 and 37). 

Himmelstein does not explicitly disclose using an option price formula to provide 
a plurality of option value prices arranges in an option-price grid. However Cohen 
teaches using an option price formula to provide a plurality of option value prices 
arranges in an option-price grid (Cohen 0031). At the time of the invention it would 
have been obvious to one of ordinary skill in the art to modify the disclosure of 
Himmelstein to include the teachings of Cohen et al. to obtain invention as specified in 
claim 17. The rationale to combine the teachings would be to allow investors to perform 
an automated comparative analysis of a limitless number of investment opportunities. 

Himmelstein does not explicitly disclose amending the employee stock option to 
modify: terms of the maturity; terms of the number of shares per option; terms of the 
dilution protection; or terms of the dividend protection. However Bell teaches amending 
the employee stock option to modify: terms of the maturity; terms of the number of 
shares per option; terms of the dilution protection; or terms of the dividend protection 
(0033). At the time of the invention it would have been obvious to one of ordinary skill in 
the art to modify the disclosure of Himmelstein to include the teachings of Bell to obtain 
invention as specified in claim 17. The rationale to combine the teachings would be for 
implementing a deferred compensation program. 
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23. Regarding claims 19 and 23-25, each of these claims recite similar language as 
to claim 1 and are rejected on the same grounds. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to KEVIN POE whose telephone number is (571)272-9789. 
The examiner can normally be reached on Monday-Friday 9:30am - 6:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Kramer can be reached on 571-272-6783. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
/James A. Kramer/ 

Supervisory Patent Examiner, Art Unit 3693 
ktp 



